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350.5.C§ 101 - Inventions patentable

Whoever invents or discovers any new and useful

process, | ™ , osition of
matter, or 1 Utility Requirement oo ¢

may obtain a patent therefor, subject to the conditions
and requirements of this fitle

1
Operable Utility




Patented inventions must be operable.

No models or prototypes required for patenting.

A presumption that inventions are operable as
described.




“Reasonable doubts as to operability”
[ applicant then has burden of proof ]

“inherently unbelievable or implausible
scientific principles”




In re Cortright (Fed. Cir. 1999)

The Federal Circuit:

§ 101 rejection improper
§ 112 written description rejection (of claim 15) proper

Why?
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In re Swartz (Fed. Cir. 2000)

Claims to methods for achieving to cold fusion.

Why is the claim rejected?
Is this the right policy? Any concerns?




2
Beneficial Utility

All that the law requires is, that the
invention should not be frivolous or
injurious to the well-being, good policy,
or sound morals of society. The word
'useful,' therefore, is incorporated into
the act in contradistinction to
mischievous or immoral.

- Btory, iJ.
Lowell v. Lewis (CCD Mass. 1917)




The End of Beneficial (Moral) Utility?

Juicy-Whip v. Orange
Bang (Fed. Cir. 1999)
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3
Practical (or Substantial) Utility

Brenner v. Manson (1966)

Operable | Beneficial | Practical

Utility Utility Utility

How does the claim meet each of these?




Does the Brenner rule set the bar too high?

[ Will it have differential effects across fields? And is this o
bad thing or a good thing? ]

When is utility evaluated?

[ What effects does this have on incentives? ]




In re Fisher (Fed. Cir. 2000)

In re Fisher (Fed. Cir. 2000)

Claim Utility Disclosure

disclosed several possible
uses, e.g. probes, detectors,
monitors

ESTs coding for maize
profeins




What is the rule?

[ What do applicants need to show in their utility
disclosure for ESTs? s this too high/low?]

The 2001 USPTO Utility Guidelines




The Court holds that concerns related to
patents on ESTs specifically should not
be considered under § 101.

[ Is this right as a matter of policy?]

Judge Rader’s Dissent:
Utility as a research tool meets the requirement
[ Is he right on what Brenner holds? ]

[ Is he right on the policy? Consider his microscope
example. ]




4
The Policy of the Utility Requirement

Why have a Utility requirement at all?

[ Don't inventors have strong incentives to apply for “useful” inventions? ]




How is Utility all about timing?

Stronger Utility Requirement | Weaker Utility Requirement

Later patenting Earlier patenting

Batter ollocation of rewards (some coses) Eardier disclosure




Other reasons for a ‘weak’ Utility
requirement?

Avoid subjective determinations about
technological utility.




How much harm can ‘useless’ patents do?

On the Exam

Mostly multiple choice (bring #2 pencils)
Some short answer.
Time Limit: 2.5 to 3 hours
Approximately 50-60 questions.

Open book, open notes, open computers.

Exam Samples on the Website




On the Exam (2)

Exam: 9:30 AM on Wednesday, Dec. 14

Question policy during exam period:
- please post questions to the blog or email to me -
- | will respond on the blog -
- no questions answered after 6:00 PM on December 13 -

THE END
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