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Prior Art Limits on the DOE

Original {unomended) cloim:

1. Afastening system comprising:
A square-headed, stainless steel bolt; and
A corresponding nut.
The Prior Art

Brass hex-heoded bolts and nuts.

(an you (should you?) get DOE coverage of:

- Brass, hex headed bolts/nuts
- Brass, squore-headed bolts/nuts




Wilson Spomng Goods (Fed Cir
1990)
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Wilson Sporting Goods (Fed Cir 1990)

o WSG invention: golf ball dimple
pattern requiring six ‘great circle’
paths without any intersection.

e Prior art: patterns with six great
circle paths, with ot least one (and
os many as 30 or more)
intersections.

o Accused device: six great circles,
with 60 intersections.




Wilson Sporting Goods (Fed Cir 1990)

o Why con there be no infringement, as a matter of low, under DOE?

e But the Court notes the accused golf balls were not in the public
domain - they differ from the prior art.

® So is the court’s conception broader than it suggests? (How?)
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Disclosed-But-Unclaimed Subject Matter

Johnson & Johnston v. RE Services (Fed. Cir. 2002)
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The DOE and Means-Plus-Function Claims

35 U.S.C. 112 Specification.

An element in a claim for a combination may be
expressed as a means or step for performing a
specified function without the recital of
structure, material, or acts in support thereof,
and such claim shall be construed to cover the
corresponding structure, material, or acts
described in the specification and equivalents
thereof.
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Odetics v Storage Technology

!fgd. (ir. 1999)
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Odetics v Storage Technology (Fed. Cir. 1999)

How does Odeics distinguish between 112 1 6 and DOE equivalents?

 Recall the test:
o Equivalent function
o Equivalent way
o Equivalent result

o What ‘function’ does o 112 1 6 element perform? (Literally?
Equivalently?)

o Why not consider equivalence on o component-by-component
basis?

Chiuminatta vs Odetics

Type of Infringement | Coverage: Chiuminatta |  Coverage: Odetics

structural/functional J|  structurol functional
identity identity

S pre-existing structural  J swuctere w/ identical fendion,
§ 1216 Equm’lems equivalest way and rasult
" after-orising structural structure w/ squivolent
DOE Equivalents x e
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The Reverse DOE

The Reverse DOE

o Westinghouse:

even if literal infringement is found, if the accused device is “so for

changed from the principle of the device” so thot the literal claims do
not represent “the actual invention,” then there will be no

infringement. (The “reverse docirine of equivalents”.)

e But ... If you propose a claim construction thot doesn’t represent
your actual invention, what should happen?

o Do we need the rDOE?
o Note: the Federal Circuit has never found rDOE
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