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The “All Elements Rule”
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)
}

a cylinder of
graphite in said
hollow core,

a small cylinder

of eraser material

attached to one <
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Warner-Jenkinson v Hilton Davis (1997)
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Footrole 8: witk regard to the aomeern over wnreviewsbility dae to Hack-hox jry
verdicts, we ofer oely puddance, wot a grectfic wandate..... [1]f & theory of
equtvalence woudd entirely vittate 2 particlar clam clowent, wirthal or congrlete
Julgpeent shosdd be rondered by the courd, as there wodd be mo firther matertal toe
for the fury to resolve..... We leave t o the Federal Ctroutt kow et & tplemerd
proceiural trprovewents to promote cortabely, covstsioncy, and reviewaieltly b this
area of the Lov.
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implement
comprising:

a wooden cylinder
with a hollow
core,

a cylinder of
graphite in said
hollow core,

a small cylinder
of eraser material
attached to one
end of the wooden
cylinder.




Scimed I.if;e Sys}ems v. Advanced
Cardiovascular Systems, Inc.

o
A

The court determines that the claim
encompassed “coaxial” lumen
catheters, not “duaHumen” catheters.

Why?




Each of the SciMed patents
specifically recognized and
disclaimed the dual lumen
structure, making clear that the
patentee regarded the dual lumen
configuration as significantly
inferior to the coaxial lumen
configuration used in the
invention. Where such an explicit
disclaimer is present, the
principles of those cases apply a
fortiori, and the patentee cannot
be allowed to recapture the
excluded subject matter under the
doctrine of equivalents without
undermining the notice function of
the patent.




The All-Elements Rule

o Weiner v NEC Electronics (Fed. Cir. 1996) (Rader)
o Claim: required data in ‘columns,’ which was interpreted to require
dato on the chip to be stored in columns.
o The accused device stored data in columns, but only on on external

data register.
. S.ﬂu_ﬁmﬂ.um (Fed. Cir. 1997) (Rader)

o The cloim longuage required “on elongated slot of the top of the
container body”

o The occused device hod o slot (if of oll) within the body {not the top).

o What is the rule of Dolly/Weiner/Sage?




The All-Elements Rule: Vitiation

1. A fostening system comprising

o A two-inch long bolt
o A corresponding nut with five sides
o Wherein the nut indudes on insert of plastic material

 Device A: same system, except bolt is 2.5 inches long.

e Device B: same system, except the insert is cork

o Do the differences above “vitiote” the element?
o Or ore they “equivalent” to the element?

The All-Elements Rule: Vitiation

1 A Zastaning x b2 A fastening

* t isi -
system system comprising
comprising: a bolt,
a two-inch long said bolt being
bolt two inches long,
a corresponding a nut,

nut with five

angled sides said nut having

five angled sides

A B
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Prosecution History Estoppel

Prosecution History Estoppel Illustration

Patent 123 discloses a lighting system,
using colored bulbs; o blue color is given os on example

The prior art contains very similor systems, induding those using red colored bulbs.

Scenario | Scenario 2
Original daim: Original daim:
1. A lighting system comprising: 1. A lighting system comprising:
... 0 colored bulb ... ... a blue light bulb ...
Amended claim:
1. Alighting system comprising: No omendments.

... 0 blue light bulb ...




Prosecution History Estoppel Illustration

Scenario 1 Scenario 2
Original claim: Original cloim:
1. A lighting system comprising: 1. A lighting system comprising:
... 0 colored bulb ... ... 0 blue light bulb ...
Amended cloim:
1. A lighting system comprising:
... 0 blue light bulb ...
Which scenario covers:
Lighting systems with blue bulbs.
Lighting systems with red bulbs.
Lighting systems with green bulbs.

No amendments.

SPREME COURTOF THE LNITEDSTATES

Festo v. Shoketsu Kinzoku Kogyo Kabushiki
(USSC 2002)




The language tn the patent claims miy not capbure every munce of the
trventtom or describe with complete precision the range of tts movelty. 1f
patents were abways nferpreted by their Uiteral terms, thelr valie would
be greatly dimdrished. Unimportant and insubstantial substitutes for
certain elements could defeat the patent, wud ifs valie to bverdors could
be destroyed by steeple acts of copytng. For this reason, the clearest rle
of patent uferpretation, Itteralicw, may comserve fudictal resources but
ts mot mecessartly the wost effictent mule. The scape of a patent is ot
Iowelted o its liteval terms bt instead embraces all equivalents to the
claims described. See Winans v. Dewwead, 15 How. 330, 347
(1854).

Unforturmately, the mature of Loyjuage mokes i€ impossibie to capture the

esserce of a thing bn a patent application. The Drvertor who chovoses to
patent an overtion and disclose It to the public, rather than exploit It in
secret, bears the ride that ofhers will devote thefr efforts toward
expioiting the Iiwits of the patert's Lamgpuage.
By amending the appitcation, the iventor is deemed to concede that the
patent does wot extend as far as the original clabw. 1t does not follow,
however, that the amended claim becomes so perfect Ir it description
that o ome could devise an eqdvalent. After omemiment, as before,

language rewains an imperfect fit for Dwventlon. The marrowiyg
amewiment weay dewowstrate what the claiw Is wof; bt 1t may stll fail

to capture precisely what the ciabw s,

| ——




SIPREME COLRTOF THE LNITEDSTATES
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Is PHE really ub?'d‘ut thascopoofpulems (and the
tension between DOE and public nofice)?
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