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Today's Agenda

The Basics of Infringement

Introduction to the Doctrine of Equivalents
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Basics of Infringement

The patent right:

The right to exclude others from ...
making
using
selling
offering to sell
importing

... within the scope of the claims.




Categories of Infringement:

Direct infringement
[ party to suit infringed ]

Indirect Infringement

[ 3rd party infringed, party to suit enabled ]
[ later in the course ]

Forms of Direct Infringement

Literal Infringement

Infringement via the Doctrine of Equivalents




Literal Infringement

1. A writing implement comprising:

a wooden cylinder with a hollow
core,

a crlxnd.t of graphite in said
hollow core,

a small cylinder of eraser
material attached to one end of
the wooden cylinder.

Which of the following infringes the claim?
A wooden pencil with o small metal clip for shirt-pocket storage
A plastic pencil (body mode of plastic)
A pencil without on eraser

Larami v Amron (ED PA 1993)
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Claim Element Accused Device?
on elongated housing having 9

a chamber therein for liquid
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The Docirine of Equivalents
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Winans v Denmead (1853)
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Graver Tank v Linde Air Products (1950)

e Technology: welding fluxes
® (lgim: alkaline earth metal + calcium fluoride

o Accused: non-olkeline earth metal + calcium fluoride

o Why ore these facts relevant to infringement?
o Alkaline and non-alkaline metals performed similarly
o The prior art suggested that even non-alkaline metals would work
o No evidence of independent testing by Linde

Graver Tank v Linde Air Products (1950)
Graver Tank Establishes the Modern DOE

The key test for DOE: when the accused device performs
“substantially the same funcfion in substantially the same way
to achieve substantially the same result”

(the “Function-Way-Result test”)




Graver Tank v Linde Air Products (1950)
Graver Tank Establishes the Modern DOE

“What determines equivalency must be determined against the
context of the patent, the prior art, and the parficular
circumstances of the case”

Graver Tank v Linde Air Products (1950)
Graver Tank Establishes the Modern DOE

“Equivalence, in the patent law, is not the prisoner of a formula
and is not an absolute to be considered in a vacuum.”




Graver Tank v Linde Air Products (1950)
Graver Tank Establishes the Modern DOE

“An important factor is whether persons reasonably skilled in
the art would have known of the interchangeability of an
ingredient not contained in the patent with one that was.”

Graver Tank v Linde Air Products (1950)

Graver Tank Establishes the Modern DOE

A finding of equivalence is a determination of fact.




Graver Tank v Linde Air Products (1950)

Graver Tank Establishes the Modern DOE

“The record contains no evidence that [the accused device] was
developed as the result of independent research experiments.”

Warner-Jenkinson v Hilton Davis (1997)
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Key limitation: ';u pH of approximately 6.0 to 9.0"
Accused process: pH of 5.0

Question 1:
Does the DOE survive the 1952 Aci?




35 U.S.C. 112 specification.

An element in a claim for a combination may be
expressed as a means or step for performing a
specified function without the recital of
structure, material, or acts in support thereof,
and such claim shall be construed to cover the
corresponding structure, material, or acts
described in the specification and equivalents
thereof.

Question 2:
What are the boundaries of the DOE?




With these [imitlng principles as a bacuirop, we see mo
puarpose I going further and micro-managing the Federal
Clrout's particular word-cholce for aralyzing equtvalence.
We expect that the Federal Ciroutt will refine the formaulation
of the test for equivalence tn the orderly course of case-by-
case determinations, and we leave suck refomement to that

court's smond fudgment bn this area of ths spectal expertise.

- - — gt - -

Althowgk Graver Tank certaiuly leaves roow for petttioner's
suggested Incluston of Drterd-hased elements Ix the doctrine of
equivilerts, we do mot read if as requiring them. The hetter
view, ard the one conslstent with Graver Tanles predecessors

oud the obective approach to rfringement, s that frtent
Plays wo role b the application of the doctrine of equivalents.




Appited [with the presumption], prosecution kistory estoppel
Places reasowakie imits on the doctrine of equivalents, and
further tnsulates the doctrine frowe any feared conflict with the

Patert Act.
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Insofar as the question wsder the docirine of equivalents s
whether ar accused dlement Is equivalent to a clamed
element, the proper time for evabuating equivalemcy—and thus
nowledge of Interchangeabliity between clements~ s af the
time of infringement, rot at the time the patent was fsoued.




Footrote 8: wittk vegard b the comcern over anreviewsdility e to Hadk-hox ury
verdicts, we qfn' aely pddance, mot  pectfic mandate. wWhere the evtdence Is sick
that w reassuadle fury could deteretvr two elements b be equtvalent, ditrict courts
are oblged &o grant parital or complete sivomary wdgeent..... If there fuas b 4
reluctance &9 do 59 By some corts dac to wnfamtartly with the sibgect matier, we
are confident that the Federal Clrontt oax rewady the problen. Of course, the
various legal limitations ox the ypltcation of the docirine of egtvilonts are b e
determivned by the court, etther on & preirtal motiow for parthal sommary wulpeet or
0% & n:t.‘.:u':ru{:md.u.t matter of baw af the dose of the evidomee and after the
Jary vendlet, Thos, weder the partiodar facts of & case, If proseadion kidory lsmyv{
ml.i aply or if 2 theory of (.p.*mlmr would enttrely vittale 2 particalar d.un
clowent, N'tul or any(m fudgment chould be reviered by the curt, s theve wonld
B w0 &Tthr' mterial tssac for the ury to resobve..... We leave t to the Federal
C!mu& kow best to mﬂmt procedural trgrovenerds fo prowte certatuty,
cowststoncy, and reviewabtlity b dhis arean of the [aw.

The Doctrine of Equivalents & Patent Policy

What is the ‘best’ argument or
explanation for the DOE?




The Doctrine of Equivalents & Patent Policy

Do any of the arguments

in favor justify the costs
of the DOE?
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