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The Process of Claim Construction

Sidebar: Means-Plus Function Claims

The Supreme Court hod often disapproved functional claims {why?)

Congress odded 112 1 6 in 1952 to address the issue

An element in a claim for a combination may be expressed as a means
or step for performing & specified function without the recital of
structure, materisl, or acts in support thereof, and such clai=s
shall be construed to cover the corresponding structure, material,
or acts described in the specification and equivalents thereof.

Cloims (or elements) written in 112 1] 6 format are colled “means-plusfunction”
dloims / elements. How are they to be construed? Is this different from typical
daims?




|dentifying MPF Claims
The MPF Rules:

Using the word “means” triggers a presumption in favor of 112 § 6
treatment; non-use of “means” creates the opposite presumption

The presumption can be overcome if the element does or does not recite
“sufficient structure”

Elements without structure are 112 § 6 elements

Elements with structure are not.

|dentifying MPF Claims

The MPF Rules:
Example from: Personalized Media Communications (not assigned)

Element: “a digital detector for receiving .. and detecting.”
Is this an MPF element? (Why?)

What happens if you claim in 112 § 6 format, but don't provide structure
in the specification?

What happens if you try to claim functionally, but the court determines
that 112 § 6 doesn’t apply?
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Means disposed inside the shell
for increasing its load bearing
capacity comprising internal steel
baffles extending inwardly from
the steel shell walls.
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Baffles must be ot angles other than
902 to the wall

Boffles can be af any angle
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Patent specification describes deflection os o

pupose of he invenr g S
90¢ baffles are part of the prior art ke s
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Althowgh the concer ayrtsstdbytht court lxmmgmlw valld,
the methodology It adopted placed foo much rellonce ow extrinsic sources

such as dictlorarles, tmtlses, oud encyclopedias awd too tttle on
Dnrinstc sources, Ir particular the syectfication and prosecution history.
While the court roted that the spectfication must be consulted In every
case, 1t suggested a methodology for clatm tterpretation in whick the
spectfication should be consulted only after a determination is made. .

That approach, in owr view, Improperly restricts the roie of the
spectfication tn clabwe construction.
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As we have roted above, kowever, we do rot intend to prechude the
appropriate wse of dictionaries. Dictlonaries or comgarable sowrces are
ofter wsefil to asstst in wnderstarding the commonly wsderstood mearlng
of worids and fave been wsed both by our court awd the Supreme Cowrt in
clabwe Drferpretation.




{Tlhe line hetween constrdng terms and mporting Indtations car be
discerned with reasowable certainty wud predictability if the cowrt's focus
remalrs on wnderstanding how a persow of ordlrary sklll in the art would
wrderstand the clatm terms. For tustance, although the spectfication
often describes very specific embodiments of the bvertion, we kave
repeatedly wiarned agatnst confleing the clalms to those embodiwents.
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(We [have] recaguized that there is mo magic formula or catechism for
corbucting clatm comstructlon. Nov Is the court barved from considering
any partieular sources or vequired to analyze sources I any specific

sequence, as lowg as those sowrees are rot wsed to contradict claim
meaning that Is weamblgpuonus bn light of the inirindc evidence. ...

The sequence of steps used by the fuulge In comsulfing viarious sources s
not bportant; what matters Is for the court to attack the appropriate
welght to be assigred to those sources b light of the satutes and policies

that brform patent Law.
o
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Non-Phillips Canons of Construction
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A2 Did Phillips Change Anything? g

Results

Pre- and Post-Phillips Results (all court opinions)

procedural | holistic

n 393 203
% 65.9% 34.1%

“

— 74 m
Post Phillips —, 638% | 36.2%

Pre-Phillips




Results

Pre- and Post-Phillips Results (court opinions, symmetric about Phillips)

procedural | holistic

” . 79 37
Pre-Bhillps — 68.1% | 31.9%

*

- n 74 42
Post Phillips | —, 638% | 36.2%

Methodological Trend - Federal Circuit Claim Construction 1995-2007
( court opinions, 20-case logged overage, n=712)
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Methodological Trend - Federal Gircuit Cloim Construction 1995-2007

[court cginioes, symmetric otout Phillips, 20<ose lopged avarage, n = 231)
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Judges' Methodological Approaches - Post-Phillips
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The Phillips Effect?

* Substantial split
remains.

* No meaningful effect
on jurisprudence.

The Phillips Effect?

No substantial change in trends.




The Phillips Effect?

Any effect appears to have been temporary.

AT e

The Phillips Effect?

Judges remain

deeply divided
in their
approach. Il l




The Phillips Effect?

Many Judges have changed their predominant approach.

Post-Phillips




Phillips goes en banc
to “clarify” jurisprudence
of methodological approach ...

... but no meaningful change
in court’s jurisprudence, trends,
or divergent judicial
approaches.




Hypothesis 1:

The Non-Binding Nature of
the Phillips Opinion

[ Judges do what they want ]
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Hypothesis 2:

The Court’s Decision-Making Process
[ Unexpected results? ]




Methodological Trend - Federal Circuit Claim Construction 1995-2007

[court oginioes, symmetric obout Phillips, 20-cose logged avarage, n = 231)
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A substanfial change between oral argument and the opinion.

.
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..then a return to approximately pre-Phillips equilibrium.
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Hypothesis 3:
A Results-Oriented Federal Circuit

[ Claim Construction = flexible, all-purpose tool ]




Hypothesis 4:
Patent Drafting Drives the Result

[ % of patents are amenable to definition
via their own terms; %5 are more messy ]
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Hypothesis 5:

Jurisprudential Time Lag
[ won't see changes for five or more years ]




Hypothesis 6:

Various Failures and
Limitafions of the Study

Markman v Westview Cybor v. FAS Technologies
Instruments (1996) (Fed. Cir. 1998)
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Markman v Westview
Instruments (1996)

{T]reating interpretive lssies as
purely legal will promote (Ehowgh it

ybor v. FAS Technologies
(Fed. Cir. 1998)

Indeed, the [ouformity passage)
demonstrates that the Supreme

wil wt guarante) Court emlorsed this court's role in

intrajorisdictional certatuty through providing watiowal udformity to the
: comstruction of a patent claim, a

the ayplication of stare dectds ow :

those guestions ot yet subfect to role tfmt would be impeded If we

interiurisdictional :zn&‘ml!}' unsder "”‘[ Basand 1o glve :‘f" "‘“l foa

the authortty of the sugle appeals trial fudge's asserte 'f.qctu

R determnations actdent fo clatm

- comstruction.
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