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Introduction to Claims

Course Design

+ The Stondords for Patentability

o Determines whether a patent is valid
o Applies both in Prosecution and Enforcement

2. The Enforcement of Potents
o How patents are enforced, ofter issue

3. The Institutional Design of the Patent System
o The legal process
o Limits on patents
o Remedies
o Policy & reform issues (note: Subject Matter limits here)




Claim Construction is Critical to All

The Primacy of Patent Claims

Why should we use the claims as the primary
yardstick of patent rights?

Don't they have less information than the specification?

(an't patentees manipulate cloim language 1o their advantage?




To cotn a phrase, the wame of
the game Is the clatms.

— Judje Glles S. Rick, 1990

Are claims more like ...
Statutes
Contracts

Neither/Both




The Two-Step Infringement Analysis

[1] Interpret the claim

[2] Determine whether all elements of

the claim are present in the accused device/product.
[ for literal infringement ]

The Two-Step Validity Analysis

[1] Interpret the claim

[2] Determine whether the claim meets the standards
for patentability (§112, §102, §103)




La\!

How do you write claims?
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1.The inventory control and reporting system,
comprising;

a dg;g_;npu;_dax;gg for manual operation by an
attendant, . . .

a data processor including memory operable to
record said information and means to maintain
an inventory total, . . . ;

a dot matrix printer operable under control of
the data processor to generate a written record
of the indicia associated with sequential
transactions, . . . and,

At least one optical scanner connected to the

data processor and operable to detect said bar
codes on all articles passing a predetermined

station,

said system can i
spurious additions to inventory as well as
spurious deletions therefrom.




1.The inventory control and reporting system,
comprising;

a dg;g_;npu;_dgxigg for manual operation by an
attendant, . . .

a data processor including memory operable to
record said information and means to maintain
an inventory total, . . . ;

a dot matrix printer operable under control of
the data processor to generate a written record
of the indicia associated with sequential
transactions, . . . and,

At least opne optical scanner connected to the
data processor and operable to detect said bar
codes on all articles passing a predetermined
station,

said system can i
spurious additions to inventory as well as
spurious deletions therefrom.
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DETAILED DESCRIPTION OF THE
PREFERRED EMBODIMENTS

The investory control system of the invention re-
quires the input of information together with the input
of itesss 10 be placed i Inventory, the information and
1he items 20 be uniquely positively associated with one
another throughout proceming. Every transaction =
recorded, incleding identification of the articles placed
in Investory. The more complete the information input
and associated with each article, the better the possible
reportiag power of the systom

The presest system is applicable to a range of om-
bodiments of varylag complexity, The best inventory
control and management information reportag systems
has the ability 10 desermine and report the carrent locs-
ton of amy givea article in mventory. The systom
should also be able 10 reconcile the mventory agamst
the caah om hand, or as havieg flnished processag
through a certain area of the plant. According 1o the
present invention, initial data input is minimized, aad
Ister Jogging of imventory articles, for example, passing
stations withia the system, or passing out of the system,
is accomplished by means of aa automatic optical scan-
ner.

Inventory?
Receivables?
(lothing?
Either / both?
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Who Decides Claim Construction?
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Markman v Westview Instruments (1996)

[clatm construction as] a mongrel
practice (like construbng a term of
art following recetpt of evidence).
— Markmar v. Westview (1996)




| The construction of written lrstruments Is owe of those things that fudges
' ofter do ard are likely to do better thaw furors wiburdened by tralwing I
exejests. Patent construction r )'Artlm'lnr “Isa sycml occuiation,
f reguiring, Uke all obhers, spectal trabuing and practice. The fudge, from
s traubng ond disclyitne, (s more Ukely to give a proper iterpretation
o suck Dstrments thaw a fury; and he is, therefore, wore Weely to be
right, On performing suck a4 dufy, than a fory can be expected fo be.”

%
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4 In the matw, we expect, wry credibility determdrations will be subsumed
b within the recessarily sophisticated analysts of the whole document,
' reguired by the standard construction rule that a term can be defined

only in @ wiy that comgports with the tecrment as @ whole.... Thus, in

( these cases & fury's capabilities to evabute deweanor, to serse the

“mabnsprings of humian comduct,” or to reflect commontty sandards, are

mucht less significant tear a traiwed abtlity to evaluate the testimony in

relation to the overall structure of the patent.

: ~

o Finally, we see the twportance of unformity ir the treatment of a glven
" pitent as an udependent reason bo allocate all tssies of construction to
( the cowrt.... If was )ustfor the sake qt’ such destrakie ur@fomzty tht

Congress created the Court of Aypeals for the Federal Cirautt as an
exclustve aypellate court for patert cases, observing that increased
wrlformify would “strengther the Urlted States patent system I suck 4
wity as o foster techrological growtie and industrial bmovation.”...




.y |
Uniformity would, however, be (] served by sumitting (sues of docuoment
construction to furies. Maklrg thewe fury (sues would mot, fo be sire,
necessartly leave evidentlary questions of meardng wide open in every new
\ cowrt bn whlch a patent migkt be litigated, for princiyies of lsue

{ yrechistor would ordimarily foster wniformity. Cf. Blowder-Torgue [} But

whereas lssue preciuston could rot be asserted agatrst rew and
Duepersdent infringement deferdants ever witkin a ghven furisdlction,
treating iiterpretive issues as purely legal will prowote (thowghe it will
not guarantee) Intrapurisdictional certabuly throwgh the appiication of
stare dectsts o those questions rot yet subect to Irterporisdictional
wrlformify wrder the mcthortty of the slrgle appeals court.

Cybor v. FAS Technologies (Fed. Cir. 1998)
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The oplrlons b sowe of owr cases suggesting that there should be

deference to what are asserted fo be factual wnderplrmelngs of claim
construction assert support from the Language br Mariman 11 stating

that “comstruing a terms of art after recetpt of evidence Is @ “morgrel
practice,” 517 W.S. at 378, wu that the lssie may ~falll] somewhere
hetween a pristine kgnlstadudandastquh&wlmlfad i, at
388 (quoting Miller v. Fenor, 474 LS. 104, 114 (1985)). Thee
characterizations, kowever, are ouly prefatory comments demorstrating
the Supreme Court's recognttion that the determelnation of Whether
patent claim corsbruction is a question of Law or fact [s mot simple or
clear cut; they do wot support the view that the Court keld that while
construction s a legal guestion for the judge, there weay also ke

urserlytng et guestions.

| — e ———

Isdeed, the Luntformity passage] dmnstmtcs thit the Supreme Court
endorsed this cowrt's role e providing watlonal wrdformity to the
construction of a4 patent clabw, 4 role that would be tmpeded If we were
hownd to give deference to a trlal fudge’s asserted factual determimations
[uctdent to claim comstruction.
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of this cowrt's persistence bn adhering to the falsehood tat claim
construction Is a matter of Law devold of any factual component. Because
sy attewpt to fasklon @ cokerent standand wder this regime s
yoiutless, as (ustrated by our many fatled attewpts to do so, I dissent.
— Judge Mayer (dissentlng)




While thds court treats the didtrict court ac ax txbae clerk, whose ouly role & fo
collect, daufle and collate evidence, the veality, as revealed by comvontional practice,
ts for dtflerent. . . .

I we perstst tw dectitng the sibstitary factual components of clatm consiniction
withomt deference, there & wo reasow why Kitgants skould 2 regatred o pamnie dhetr
evidence hefore the district arts or for district corts to waste time 2w ressurees
evaduating suck evidnce. . . . nclead, all padeet cases cowld be filed tn this court;
we would determine whether clatm covstruction &5 recessary, and, ff o, the mezeny
of the clatws, Those fow cases tx whick clatw aestraction fs xod digoditve o e
reveinded to the dlsirtct court for trtal. Ix this way, we would af least eliwtate the
timee 2wd expense of the charade covently played ot before the district court.

Elsquoet words can wask wuck wischief. The amrt's opieon foday ts 2t &
rearravgtng the deck chatrs ow the Tiboxte—the orckestra ts playtug as ff wothing &
andss, but the shiy ts sttll headtng for Davey Jomes' bocker.

— Judje Mayer (dlsseritng)
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