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Enablement vs. Written Description

The Written Description Requirement

35 U.S.C. § 112. - Specification

The specification shall contain a

How is this different from enablement?
(Any statutory clues?)
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it pertains, or with which it is most
nearly connected, to make and use the
same, and shall set forth the best mode
contemplated by the inventor of carrying
out his invention.




35 U.S.C. § 112. - Specification

The specification shall contain a written
des
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Ariad v. Eli Lilly (Fed. Cir. 2010)
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Enablement?

Claims == Disclosure
methods involving the =% T
reduction of the (activity | == hypothesizes threz kinds of
b!nd}n&j) between NE-KB molecules that can reduce
recagition sites = NF-KB activity: decoy,
- dominantly interfering, and
not limited to partiodar speclfic inhibitor.
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[Wle have not specifically addressed [enablement] in relation
to the type of claims at Issue here--that s, claims written
broadly enough to cover any method for achieving a partioular
result. 1t may be ... that such a claim can never be valid,
stuce the specification cannot enable wnknown methods. This is
an important issue that we have left wiresolved. 1t is an fssue
that we would have been compelled to reach had the case heen
decided on enablement grounds, a basis found tn section 112,
fnstead of on written description grownds, a separate hasis not
Justified under that section or any other provision of the Patent
Act




Written Description?

Claims == Disclosure
methods involving the = =
redction of the (activty | - "opothestzes three s of
bindings) between NE-KB molecules that can reduce
recapmition sites NF-KB activity: decoy,
L dominantly trterfering, and
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Written Description?
Claims _— = Disclosure

“the test for sufficiency ts whether the disclosure of the applicatton relied wpon
rrmmbly conveys Lo those skilled in the art thal the tavextor kad possession of the
clatmed subject matter as of the filtng date.”

“[1lke spectfication must describe an tnvention understandable to that silled artisax
and show thal the tavextor uduli)' trvented the nvention claimed.”

“[wlhile the description requirement does wot demard axy particular form of
disclosure, or that the spectfication recite the claimed Devention tn haec verka, a
d:scrlytlou that mmly renders the evention obvious does xol sa:!sfy the reguirement.”

— ————————




How do you comply with the written
description requirement?

Deposit a sample?

Is a requirement that an inventor “prove
possession” of her invention useful?

Is it truly separable from enablement?

How will it impact patenting behavior?
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The Best Mode Requirement

The Standards for Patentability

A valid patent must be . . .
% Fully and oppropriately described (§ 112)
* In compliance with statutory bars (§ 102)
« Novel (§ 102)
* Nonobvious (§ 103)
* The work of the inventors (§ 116)
o Useful (§ 101)

« Within the appropriate subject matter (§ 101)




The Best Mode Requirement

35 U.S.C. § 112. - Specification

The specification shall contain a
written description of the invention,
and of the manner and process of making
and using it, in such full, clear,
concise, and exact terms as to enable
any person skilled in the art to which
it pertains, or with which it is most
nearly connected, to make and use the
same, and shall set forth the best mode
contemplated by the inventor of carrying
out his invention. . . .

AIA Amendment: The Best Mode Requirement

[ America Invents Act ] SEC. 15. BEST MODE REQUIREMENT.

(a) IN GENERAL, ~Section 282 of title 35, United States Code,
is amended in the second undesignated paragraph by striking
paragrapk (3) and inserting the following:

(3) Invalidity of the patent or any claim in suit for
failure to comply with-
{A] any requirenment of section 112, except that the
failure to disclose the best mode shall not be a basis on

which any clainm of a patent rmay be canceled or held
invalid or otherwise unenforceable; or

{(B) any requirement of section 251.

... (c) EFFECTIVE DATE.-The anendments made by this section
shall take effect upon the date of the enactment of this Act
[ Sept. 16, 2011 ] and shall apply to proceedings commenced
on or after that date,




The Best Mode Requirement

The Components of the Best Mode Analysis

1. Subjective Component: Did the inventor have a best mode of
making the invention?

2. Objective Component: If #1 is true, then consider whether the
disclosure is sufficient?

What is the standard for disclosure quality?
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Young Dental (Fed. Cir. 1997)
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Claim

s No disclosure of gear ratios
Pac. No disclosure of type of plastic

Two Key Limitations on Best Mode

Best Mode vs. the Claim Language vs. the Knowledge of the PHOSITA

1. An inventor need not disclose a “best mode” when the mode is
unrelated to “the quality or noture of the invention”

o Exomple: “Production details™: Information about how to produce the
invention well.

2. An inventor need not disclose information that is within the ordinary
skill in the art.

o Exomple: “Routine details”: Information that o PHOSITA would know.

Why these?




The Best Mode Requirement

You (the inventor) select a mode
by chance or convenience.

Must you disclose the mode?

The Best Mode Requirement

You select a mode because it
makes the invention easier/
cheaper to produce.

Must you disclose the mode?




The Best Mode Requirement

Assume you mistakenly or
inadvertently fail to disclose the
best mode.

Problem?

The Best Mode Requirement

You work on a corporate
research team:

A (non-inventor) colleague determines a
better mode than you do, and tells you
before the filing date.

Must you disclose the mode?




The Best Mode Requirement

You work on a corporate
research team:

A (non-inventor) colleague determines o
better mode than you do, but does not tell
you before the filing date.

Must you disclose the mode?

The Ract Made Raniramant

You work on a corporate
research team:
A (non-inventor) colleague determines o
better mode than you do, but does not tell

you before the filing date. She tells upper
management.

Must you disclose the mode?
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The Definiteness Requirement

35 U.S.C. § 112. - Specification
SR [

[...92]The specification shall conclude
with one or more claims particularly
pointing out and distinctly claiming the
subject matter which the applicant
regards as his invention.




Datamize v Plumiree Software
(Fed. Cir. 2005)

[in an electronic kiosk system ...]
providing a plurality of pre-defined
interface screen element types, each
element type defining a form of element
available for presentation on said
custom interface screens, wherein each
said element type permits limited
variation in its on-screen
characteristics in conformity with a
desired uniform and aesthetically
pleasing look and feel for said
interface screens on all kiosks of said
kiosk system,




According Lo the Supreme Court, “[tThe statutory requirement of particularily and
distinctness tr claims s mel only when [the clains] clearly dlsllndxtsi what Is clatmed
from what went before in the art and clearly clreumsertbe ‘What s foreclosed from future
enterprise.”

The deftnitencess requirement, however, does nol compel absolute clarily. Only clatms
“not amm!!!t to construction” or “tnsolubly ambiguons™ are tndefinite. '(lw the
definiteness of claim terms depends on whether those terms can be given any reasonable
manlﬁzg.

Furthermore, a diffieult Lssue of claim construction does not Ipso facto result tr a
holding of tndtftuums “If the !mmg of the claim is dlsrcrnlbu even though the
Lask may lvtjmu.ia&x and the conclusion may be one over which reasonable persons

will dtsagree, we have keld the claim sufficiently clear to avold invalidity on
Dedefiniteness grounds.”

Why not have a strict definiteness
requirement?
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