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Enablement

The Standards for Patentability

A valid patent must be . . .
» Fully and oppropriately described (§ 112)
* In compliance with statutory bars (§ 102)
« Novel (§ 102)
* Nonobvious (§ 103)
* The work of the inventors (§ 116)
o Useful (§ 101)
« Within the appropriate subject matter (§ 101)
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The Enablement Requirement

35 U.S.C. § 112. - Specification

The specification shall contain a
written description of the invention,
and of the manner and process of making
and using it, in such full, clear,
concise, and exact terms as to enable
any person skilled in the art to which
it pertains, or with which it is most
nearly connected, to make and use the
same, and shall set forth the best mode
contemplated by the inventor of carrying
out his invention.
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The Written Description Requirement

35 U.S.C. § 112. - Specification

The specification shall contain a
written description of the invention,
and of the manner and process of making
and using it, in such full, clear,
concise, and exact terms as to enable
any person skilled in the art to which
it pertains, or with which it is most
nearly connected, to make and use the
same, and shall set forth the best mode
contemplated by the inventor of carrying
out his invention.

The Best Mode Requirement

35 U.S.C. § 112. - Specification

The specification shall contain a
written description of the invention,
and of the manner and process of making
and using it, in such full, clear,
concise, and exact terms as to enable
any person skilled in the art to which
it pertains, or with which it is most
nearly connected, to make and use the
same, and shall set forth the best mode
contemplated by the inventor of carrying
out his invention.




0'Reilly v. Morse (1854)

Usrren Srars Pareey Omcn

ars,
: 8. I do not propose to limit myseif to the

| specitie machinery or parts of machinery de-
= seribed- in the foregoing specification and
== claims, the essence of my invention being the
use of the motive power of the electrie or
galvanic current, which 1 eall “electro-mag-
L metism,” however seveloped, for marking or

printing intelligible chameters, signs, or let-
| ters At any distances, heing a new application
 of that power of which T ¢laim to be the first
L inventor or discoverer,
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v is this daim invalid?




1f tels clatm can e maletained, i} matlers wol by
whal grocess or wachlvery Lhe renall &5
accompliched. Far aaghl laal we wow oasw, some
fudure feventor, fe tae oaward marck of sclewce,
may discover & mode of writieg or printing &l &
distance by means of tee elecleic or galvanic
cxrrent, wilboal wsing any part of lae process or
combluatize set fortk [n ™ raxnl‘?s specification.
His feveation way be les uyllm ed - less ltable
to get ot of :'itr == less expewstve [n consraction,
aed fn s gperaticn. Bal yet & [t is covered By lals
pateal, tae favenler coald vl ase 1, wor the public
Rave Lhe beaeflll of I8, witkaa! the permissice of thls
palenlee....

No one, we suppose will matnlale thal Felloe coudd
wave Lakew ow! & patent far Rls fuvenlion of
propelling vessels by sleam, describing the pracess
aed mackimery e ased, and clelmed amder (1 Lo
exclastve right Lo wie Lae metive gower of sleas,
eawerer develaped, for the purpase of grapelling
vessels.

Now the patenl Low requires ax [eveeler, s 4
condition precedent to obLalelvg & patent, lo
deltver & wrilter description of ks fevention or
dlscovery and b particalarly spectfy what be
clatws to be s owe Dnvertion or discavery. if
ke Ras truly stated the privciple, nature, and
extext of kls art or [aventlon, kow can the
Court say it & toe browd, and Inpugn the
valldity t{ Ris patent for delng what the Low
'qulm o & condition for obtateing 122 .

If 18 e Dx the use of the words “kawever
thbrd' that he a.un s to ke adpdged Loo
proad, thex 18 follows that & person wsing axy
otker pracess for the yurpase of develoyiey the
agent or clement of ek'lvo-n.gnttlsn than the
commen gue mow lr ase and deseriped in the
palent way pirate the whele art pateeted.

The Incandescent Lamp Patent

Iniven Svaves Favesy Ovmon.




The Incandescent Lamp Patent

siven Svaves Favesy Ovon.

ORI A

mecandescing conduetor of carbonized fibrons
material, incladed in and forming part of sail
cirenit, and o transparent bermetically sealed
chamber in which the conductor is inclosed,

s b | the following elaims. 45
e [ We claim as onr joint invention—
s s 1. An incandesclng comlactor for na clec
o b troie lamp, of carbontzed Gbeons or textile ma. ‘
33 L terinl and of au arch or horseaboe shape, scb- i
Tae - stantially as hereinbefore set forth, 50
e 2, The combination, anhstuntially as herein-
h-  Defore st forth, of an ¢leetric drenit nad an

3 The iv

e | stantially as describal,
) o

2 andlescing condug
—==:e o lamp, formad of carbonized paper, sub-

or for an elees

The Incandescent Lamp Patent

S ITeD Stares Forisy Ovncr,

Pgaee 2,

MNywee 3

TPt T T
elaimet mal g it beund, "
P the pewcibor of sar yvention we hare made
aw of cxbonlond paper, and sl weod car
Mo Ve banw ales sand anedh cond setinn o

Vigpirte and hasing Their spper ol
- to fem s laveried \abaped
We have alno awd svaduntons of varylag mon
toars—1hal m wilh roctas puier bewds (astewd

of curvibonsr oo} bat we proker the arel §3
e,

X0 oapecial doscriptivn of makiog We -
maatiag o * ottt deaen Ded La thin
eprclicaien vl malmg (he wigert mall
of U lmgoorement, i thought neossanry.
aay of the ondinary mathols of frning the
malerial Lo be curten lsedd o Lhe domirod shage
] woe, aad cacdomiang 1t while cvcfaad
Pt b prrwdered cattmn, salelantivily w
onrding 8o the wuibods ta posciion belore e 93
date of this Suprerenciat, may be adogoad in
he praction therwof Lo sng sne shilled bn the
Pres taade g b0 e mak ng of cartons S
eheetrie lghTag or S0 sdder oon In The arta

An importast practionl sdraatage which s 200




The Incandescent Lamp Patent
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eheetrio Nghtng v 500 stder won In The arta
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The Incandescent Lamp Patent

I ]
If the patentees had discovered in fibvous and textile
substances a quality common to them all, or to them
generally, as distinguishing them from other materials,
such as minerals, etc, and such quality or
characteristic adapted them peculiarly to incandescent
conductors, such claim might not be too broad.




The Incandescent Lamp Patent

Apylying | this | jﬁnciy

atent

le to the

T

under

consideration, how would it be possible for a person to
know what fibrous or textile material was adapted to
the purpose of an incandescent conductor, except by the

most careﬁd and yuim‘taking experimentation?

The Incandescent Lamp Patent
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The Policy of the Enablement Requirement

Two Purposes?

Standard of Disclosure?

What is the optimal claim scope?
[ ... & how does the disclosure requirement affed this? ]




“Commensurability”

Disclosure Claim
Light signaling apparatus Light signaling opparatus
with red, yellow, green lights with red, yellow, blue lights

E &

“Commensurability”

&(Slgi!)skgrcgvery Technologies (Fed. (Elulu?\w)

1f, by following the steps set forth in the specification,
one of ordinary skill in the art is not able to replicate the
claimed invention without undue experimentation, the
claim has ot been enabled...

_—— A




“Commensurability”

Disclosure Claim
Light signaling apparatus Light signaling opparatus
with red, yellow, green lights with red, yellow, blue lights

“Commensurability”

Disclosure Claim

Light signaling apparatus Light signaling opparatus
with red, yellow, green lights with lights




The Three Principles of Enablement

The scope of disclosure required

scope of the claims.

The quantity of disclosure is related to
the predictability in the art.

The measurement of the disclosure is
as of the filing date.
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The Written Description Requirement

35 U.S.C. § 112. - Specification

The specification shall contain a

How is this different from enablement?
(Any statutory clues?)

il y FPRaoviih olhaddca (S - Whd dwas

it pertains, or with which it is most

nearly connected, to make and use the
same, and shall set forth the best mode

contemplated by the inventor of carrying
out his invention. . . .

-
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Gemry Gullery v Berkllne
(Fed. Cir. 1998) %
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trols. Accordingly, when viewed in its en-

lnm.wm
N identifies the console as the only

| location for the controls. It

tirety, the dischaure Is Nmited to sofas in

which the recliner control is located on the

consolo,




Joknsom Worliwlde v. Zekeo (Fed. Cir. 1999):
Thus, this case s wnitke Gemtry Gallery, tn which this cowt's
determdration that the patent dlsclosire did mot sgport a broad
mearing for the digputed clabw terms was premised on clear statements
in the written description that desoribed the beatiom of 4 dame
< clement — fhe “control mears™ — as “the owly posstole location” and /=
O that variations were “oufstde the stated purpose of the invemtion.”
\ Genlry Gallery, thew, comsiders the stbuation where the patent's
> disconoe makes crystal clear that a partioder (Le., marrow) "'i
== wuderstandlng of 4 clabw term fs on “essential elewert of [the
& bvewtors] bention.® Here, however, the patent disclosire provides
onple swpport for the breaith of the term “headbyy”; i does wot
" wnandtguously lmitl ) the meardng of “keadbng® to the divection of =
the motor.
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Enablement vs. Written Description




35 U.S.C. § 112. - Specification

The specification shall contain a written

des
man
it,

Why Have A Separate

=== Written Description Requirement?

BRliicu au o
or with which it is most nearly

connected, to make and use the same, and
shall set forth the best mode

contemplated by the inventor of carrying
out his invention.
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