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CLASS EXERCISE I

AN OBVIOUSNESS TRIAL

For this class exercise, we’ll conduct a “mini-trial” on the obviousness of 
an invention.  You’ll be assigned one of three roles to play: either the 
patentee, the challenger, or the decision-makers (judge/jury).

Your instructions are as follows:

1. For the invention, I’ve provided a partial description of the case, the 
patent itself, and the most relevant prior art.  Other prior art is 
found in the background information.

2. During the first 30 minutes of class, you’ll be given the opportunity 
to meet as a group and plan your strategy.

3. The patentee and challenger groups will each make a 10 minute 
presentation regarding the obviousness / nonobviousness of the 
asserted invention.  Each side will have 5 minutes of rebuttal time.  
The decision-makers will be allowed (and, indeed, expected) to ask 
questions.  At the end of the allowed time, the decision-makers will 
then meet for 5 minutes, and then have 3 minutes to explain their 
decision, in terms of the analytic tools for obviousness we’ve 
discussed.

4. Each group can decide how best to present its case.  More than one 
group member must speak.  Most groups divide up the arguments.



You’ll want to consider the following:

a. What factual findings must a court make to analyze 
obviousness?

b. Who has the burden of proof?

c. How important are the “objective indicia”?  How do you 
establish them?

ASSIGNED ROLES

Patentee (arguing for nonobviousness)

Group 1

Challenger (arguing for obviousness)

Group 2

Decision-makers (the judge and jury)

Group 3



CLASS EXERCISE 1

The following documents provide the relevant materials for this 
case:

1. US Patent No. 1,687,510 issued to Pipkin (the invention)

2. US Patent No. 1,240,398 issued to Wood (prior art)

3. A narrative description of the Pipkin ‘510 patent, 
describing other prior art, and other facts of the case.

The question is whether the 
Pipkin ‘510 invention is 

obvious under 35 U.S.C. § 103.















Background to the Pipkin Invention

The Pipkin patent (‘510) relates to a frosted glass bulb for electric lamps. The single claim-at-

issue is:

1. A glass electric lamp bulb 

having its interior surface frosted by etching so that the maximum brightness of an 
ordinary incandescent lamp comprising such a bulb will be less than twenty-five per cent 
of that of said lamp with a clear bulb, 

said interior bulb surface being characterized by the presence of rounded as distinguished 
from sharp angular crevices to such an extent that the strength to resist breakage by 
impact is greater than twenty per cent of that of the clear bulb.

Many years prior to the Pipkin patent, efforts had been made to reduce the glare  produced by 

the brilliant filament of an incandescent lamp having a clear bulb. The most common method of 

reducing the glare was to frost the outside surface with an acid frosting solution. While bulbs so 

treated reduced the glare, the rough outside surface collected dirt and was difficult to clean, 

with the result that the light output was further reduced. Twenty-five years before Pipkin, 

Kennedy (patent No. 733,972 issued July 21, 1903) had showed an inside frosted bulb. But a 

difficulty appeared. When the outside surface of a bulb was frosted the strength of the bulb was 

not materially affected. When the inside surface, however, was frosted, the strength of the bulb 

was substantially reduced, making it unfit for practical use. Pipkin recited these facts in his 

specifications and stated, ‘The object of my invention is to produce an inside frosted glass bulb 

which will be much stronger than those heretofore produced.’ He went on to state that the 

preferred method of frosting was by use of a chemical medium which, when applied so as to 

produce the proper light diffusion, made the bulb extremely fragile. And he added: ‘I have 

found, however, that if the bulb is given a further treatment, which I term a strengthening 

treatment, in which it is subjected to an etching or frosting treatment of lower degree than that 

to which it was first subjected, it becomes quite strong. Indeed, it may be made practically as 

strong as the original clear glass bulb.’ He gave as the probable explanation the fact that the first 

treatment produced sharp, angular crevices or pits in the glass, while the second or 

strengthening treatment ate away additional glass and rounded out the angular crevices into 



saucer-shaped pits.1  The fact that the bulb was strengthened when additional glass was 

dissolved was  referred to by the court below as ‘Pipkin's paradox’. The patent contains charts 

showing the relative extent to which the strength of the bulb is weakened by the first frosting 

treatment and its strength restored by the second treatment. The patent also shows that while 

the bulb of the patent materially reduced the glare obtained in a clear bulb, the lighting 

efficiency of the two is substantially the same for any given wattage.

As the first claim of the patent indicates, the characteristic feature of the patented bulb is the fact 

that the interior surface is ‘characterized by the presence of rounded as distinguished from 

sharp angular crevices.’ It is that feature which is responsible for the bulb's strength. Now, an 

electric bulb frosted on the inside was old in the art. Kennedy had disclosed such a product 

twenty-five years earlier. Moreover, it had long been known in the art that successive acid 

treatments of glass rounded out the sharp angular crevices produced by the first etching. That 

was shown in particularity by Reinitzer2 in 1887 and by Tillotson3 in 1917. And it was shown in 

Sprechsaal of 1907 (a German trade paper) that if hollow glass was subjected to a second 

etching, the surface would have a silk-like appearance, the finish being called satin etching or 

silk mat.4 It is true that these prior publications were concerned with frosting for the purpose of 

obtaining a decorative finish in glass ware or desired optical effects in focusing screens for 

cameras and the like. But Sprechsaal in 1912 specifically described the application of successive 

etchings to electric bulbs. And that publication recommended, as Pipkin did years later, that a 

weaker or diluted  etching solution be used for the second etching. Moreover, Wood ( patent 

No. 1,240,398 issued September 18, 1917) observed that successive acid treatments of glass 

rounded out the sharp angular crevices produced by the first etching, and he applied that idea 

to electric bulbs as well as to other glass articles. His patent covered the making of light-

diffusing screens. He noted that if glass was etched once, the surface was cut into irregular 

1  One of the experts, when asked for the explanation of this phenomenon testified: ‘Because in the 
instance where we have sharp angular crevices on the inside surface and the bulb is subjected to impact 
on its outer surface, the inner surface tends to be extended and therefore it is put into tension and the 
sharp angular crevices are the starting point for cracks, whereas in the case where the crevice has been 
rounded out the impact against a bulb having on its inner surface this type of frosting, is such that the 
testing effort is spread over a very much larger area and the bulb is almost as strong as it was before 
frosting.'

2 Die Glashutte of 1887, Contributions to the Knowledge of Glass Etching.

3 Journal of Industrial and Engineering Chemistry, October 1917.

4 It was largely on the basis of this prior disclosure that the British patent was held invalid. See British 
Thomson-Houston Co., Ltd. v. Tungstalite, Ltd., supra note 1, pp. 288, 289.



crevices, pits and grooves with the result that only a portion of the light was transmitted. But if 

after the first etching (which he accomplished by a blast of air charged with a fine dust of flour 

emery or carborundum) the surface was flowed with acid, the crevices and pits were enlarged 

and smoothed out into minute concave lenses. These microscopical lenses diffused the light 

perfectly and transmitted practically all of it. He noted that his process was especially valuable 

in the case of certain types of cameras. But he added, ‘Such a screen is also useful for rendering 

the bulbs of incandescent lamps diffusing without at the same time causing the very marked 

loss in the efficiency of the lamp, which results from frosting the bulbs in the usual manner.’ 

Wood, to be sure, did not describe frosting the inside of the bulb. Kennedy, however, had shown 

that. Moreover, prior to Wood it was well known in the art, as we have noted, that successive 

acid treatments of glass produced a surface characterized by the presence of rounded as 

distinguished from sharp angular crevices or pits. If there was novelty in applying that process 

to electric bulbs, Wood achieved it. At least since Kennedy, it was known that inside frosted 

electric bulbs were preferable to outside-frosted bulbs.

Wood, of course, was concerned only with light diffusion and transmission with of screens, 

secondarily of electric bulbs. Neither he nor any other before Pipkin appears to have given any 

indication that the second treatment resulted in any strengthening of the glass. But  

strengthening was inherent in the method he proposed. And it appears that an electric bulb, 

which had been frosted inside pursuant to his method, would have inevitably obtained the 

rounded pits and hence the attendant strength characteristic of the Pipkin bulb.








