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SAMPLE EXAM

As a study guide, and to familiarize you with the format of the exam
for Intro to IP, I have created a sample exam, consisting of 19
questions. The sample exam represents about the same mixture of
subject matter — copyright, patent, and trademark — as you can
expect on the real exam. The questions have been designed to be
about the same level of difficulty as those you will encounter on the
exam.

Note that I generally time exams to require each question to take
about two minutes. That is, under exam conditions, this entire exam
should take you 35-40 minutes.

Answers and explanations are provided at the end of this document.
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Questions 1 through 8 are associated with Fact Pattern A

SAMPLE FACT PATTERN A
The one with the cookbook.

Professor W creates a simple cookbook, consisting only of 30 recipes
(lists of ingredients and brief, straightforward instructions for
putting the ingredients together, etc.). None of these recipes are
original to Professor W, who is not a good cook: they have all been
collected from members of his daughter’s nursery school community.
Each page of the book contains one recipe; at the top of each page is
the name of the recipe and a small piece of ‘clip art’ — public domain
artwork that Professor W downloaded off the Internet — relating to
the recipe. (For example, recipes involving chicken have a cartoon
chicken character near the top of the page.) Other than the clip art
and title, there are no unusual design aspects to the pages, and no
text other than the recipe text. The recipes are arranged according
to how long they take to prepare, with the shorter recipes first. The
book was produced at a local copy shop onto folded sheets of 8.5 x 11
paper, with staples in the ‘fold’ holding the book together. The
cookbooks are sold for $5.00 each, and given to anyone who donates
more than $100 to the school.

1. Is the cookbook copyrightable?
(a) Yes, but strictly as a compilation.
(b) No, it does not meet the minimum standards for originality;
(c) No, recipes are patentable;

(d) Yes, but any copyright will be jointly held by the creators of the recipes, not
Professor W

(e) None of the above.
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2. For purposes of this question only, assume the cookbook in its entirety is fully
copyrightable. Professor W asks you steps he needs to take to ensure that
any possible copyright is obtained.

(a) The cookbook must be registered with the U.S. Copyright Office;
(b) The cookbook must be sold ‘in commerce’ at least once;

(c) The cookbook must be marked with the appropriate symbol (©), name, and
date.

(d) All of the above are necessary.

(e) None of the above are necessary.

3. It turns out that an employee of the copy shop kept an extra copy of the
cookbook, and took it home for his own personal use. Has the employee
infringed any copyright?

(a) No, the cookbook is not copyrightable.

(b) No, the copying was done pursuant to his employment in the copy shop.
(c) No, the copying was fair use.

(d) No, because functional works are subject to a compulsory license.

(e) None of the above.
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4. Which of the following steps will increase the formal legal protections afforded
to the cookbook?

. Trademark the recipe names.
Il. Patent the recipes.
Il Place the text “DO NOT COPY UNDER PENALTY OF LAW” on each page.

IV. Ask each person who submits a recipe to include a paragraph description
detailing the history or interesting aspects of the recipe.

(a) land Il only

(b) Il'and Il only
(c) LI,V only.

(d) All of the above.

(e) None of the above.

Consider the following activities with respect to the cookbook above for
questions 5§ and 6 only:

I Photocopying a single page of the cookbook to distribute to a
high-school home-economics class for an in-class cooking
project;

I1. Scanning the “clip art” from several pages into a computer

and posting it on a web site;

I11. Photocopying the recipe portions only of each page (i.e. not the
title or clip art);

Iv. Buying 20 copies of the cookbook and reselling them for $10
each.
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5. Which of the above is most likely to be fair use under § 1077

(e) None of the above is fair use.

6. Which of the above is most likely to be ruled copyright infringement?

(e) None of the above is likely to be ruled an infringement.

7. Of what relevance is the arrangement of the recipes in the book?
(a) It increases the chances of copyright protection for the individual recipes.
(b) It increases the chances of copyright protection for the cookbook.
(c) It decreases the chances of copyright protection for the individual recipes.
(d) It decreases the chances of copyright protection for the cookbook.

(e) ltisirrelevant.
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8. Assuming (for the purposes of this question only) that the book is
copyrightable as a compilation created by Professor W, how long will the
copyright term last?

(a) Until 70 years after Professor W's death;

(b) Until 50 years after Professor W's death; or 95 years from the date of first
publication, whichever is first.

(c) Until 95 years from the date of first publication;
(d) Until 95 years from the date of registration;

(e) None of the above.
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Questions 9 through 15 are associated with Fact Pattern B.

SAMPLE FACT PATTERN B

The one with the brass hardware.

Baldwin Brass Hardware is a diversified manufacturer of high-
quality metal decorative items. Their most popular products are a
series of related high-end bath hardware items, such as towel bars,
robe hooks, soap dishes, etc. Baldwin sells their hardware via an
annual catalog (with orders taken only by phone) and through about
400 authorized retail stores nationwide. “Baldwin Brass Hardware”
has been a federally-registered trademark for decorative hardware
furnishings since 1980. In the last seven fiscal years, Baldwin has
spent about $1000 nationwide on advertising and marketing
expenses. Baldwin has never registered or deposited its catalog with
the Copyright Office.

Cape Cod Hardware, Inc. (Cape Cod) is a small hardware store
serving the eastern end of Cape Cod, Massachusetts. Cape Cod has
been an authorized dealer for Baldwin since 1986; Baldwin hardware
is one of the top sellers for Cape Cod. In 1998, Cape Cod decided to
enter the online world. Because of the success Cape Cod had
achiever with Baldwin hardware, it especially wanted to sell Baldwin
hardware online. Finding that it had not been registered yet, Cape
Code registered baldwinbrass.com in May 1998, and developed a web
site dedicated to the sale of hardware manufactured by Baldwin.
The web site is extensive, featuring photos and descriptions for each
of several hundred available Baldwin products. For simplicity, Cape
Code essentially mimicked the design Baldwin catalog when
developing its web site: Both the text and photos associated with the
Baldwin products were copied from the Baldwin catalog, and the
overall look and feel evokes the catalog.

In early 2001, McNalley’s Hardware, a small hardware store in
Philadelphia, registered the domain name
baldwinbrasshardware.com and began selling Baldwin products
online. In order to jump-start its web presence, McNalley’s simply
downloaded each and every page of Cape Cod’s baldwinbrass.com
web site in its entirety, and then slightly altered the design to fit its
own circumstances. At present, McNally’s site, like Cape Cod’s,
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looks very much like the Baldwin catalog—save for some fine print
at the bottom of each page indicating the ownership of the web site.

9. Assume Cape Cod brings a UDRP complaint against McNalley's. Which of the
following is the best explanation for why the complaint will fail (assume for the
purposes of this question only that the facts below are true):

. The complainant does not have a formally-registered trademark for the
domain name.

Il.  The defendant has a legitimate right or interest in the domain name.
IIl. Baldwin Brass Hardware is not a famous mark.

IV, The defendant has not offered to sell the domain name for financial gain.

(e) All of the above are equally-good explanations.
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Assume Cape Cod brings an ACPA complaint against McNalley’s. Which of the
following is the best explanation for why the complaint will fail (assume for the
purposes of this question only that these facts are true):

. The complainant does not have a formally-registered trademark for the
domain name.

Il.  The defendant has a legitimate right or interest in the domain name.
IIl. Baldwin Brass Hardware is not a famous mark.

IV, The defendant has not offered to sell the domain name for financial gain.

(e) All of the above are equally-good explanations.

Assume Baldwin Brass brings a UDRP complaint against Cape Cod. Which of
the following is the best explanation for why the complaint will fail (assume for
the purposes of this question only that these facts are true):

. The complainant does not have a formally-registered trademark for the
domain name.

Il.  The defendant has a legitimate right or interest in the domain name.
IIl. Baldwin Brass Hardware is not a famous mark.

IV, The defendant has not offered to sell the domain name for financial gain.

(e) All of the above are equally-good explanations.
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13.

Assume Baldwin Brass brings an ACPA complaint against Cape Cod. Which of
the following is the best explanation for why the complaint will fail (assume for
the purposes of this question only that these facts are true):

. The complainant does not have a formally-registered trademark for the
domain name.

Il.  The defendant has a legitimate right or interest in the domain name.
IIl. Baldwin Brass Hardware is not a famous mark.

IV, The defendant has not offered to sell the domain name for financial gain.

(e) All of the above are equally-good explanations.

Which of the following arguments is McNalley's best defense against Cape
Cod'’s charges of copyright infringement:

(a) Fair use / reverse engineering: McNalley's use was essentially a ‘reverse
engineering’ operation that required the copying of Cape Cod’s site to be
effective.

(b) Fair use / transformative use: by enabling McNalley's to effectively compete
in the market for brass hardware items, the use of Cape Cod's web site was
transformative.

(c) Noninfringement: Cape Cod’s web site was not subject to copyright.
(d) Noninfringement: Cape Cod had no copyright in its web site.

(e) Fair use / competition: Cape Cod's ‘catalog’ web design, like a menu
structure, is a design element that must be accessible to competitors.
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14. Which of the following argument is Cape Cod’s best defense against Baldwin's
charges of copyright infringement:

(a)

Fair use / market effects: Cape Cod’s use was unlikely to affect Baldwin's
internet hardware sales, since Baldwin does not have a web site.

Fair use / transformative use: what Cape Cod did was transformative use —
it transformed the paper-based catalog to an entirely new use.

Noninfringement: Baldwin’s catalog was not subject to copyright.
Noninfringement: Baldwin had no copyright in its catalog.

Fair use / competition: Baldwin's ‘catalog’ design, like a menu structure, is
a design element that must be accessible to competitors.
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Questions 16 through 19 are associated with Fact Pattern C

SAMPLE FACT PATTERN C
The one with the Segway

FastScooters, Inc. owns US Patent No. ‘789, entitled “Personal
Transportation Device,” and generally directed to a motorized
scooter-like vehicle, where a person stands on a small platform to
ride. The “789 patent has two figures, as follows:

‘789 Patent, Figure 1 ‘789 Patent, Figure 2

The ‘789 patent has a single claim, which as originally filed, stated:

1. Apersonal transportation device comprising:

a motor no greater than 100 cubic centimeters in
displacement;
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a platform disposed approximately parallel to the ground
during normal operation;

wheels supporting said platform;
a rigid steering shaft connected to said platform; and,

a handlebar.

While generally describing the embodiments shown in Figures 1 and
2 above, the written description of the ‘789 patent does not provide
any special definitions for the claim terms.

In the course of prosecution, the applicant amended the claim. The
final claim as issued reads:

1. Apersonal transportation device comprising:

a motor no greater than 100 cubic centimeters in
displacement;

a platform disposed approximately parallel to the ground
during normal operation;

where the platform is of a size suitable to allow a
person to stand,;

two pairs of wheels supporting said platform;

where the axis of said wheels is disposed
approximately parallel to the axis of the shoulders of
the operator during normal operation;

a rigid steering shaft with a top and bottom end, wherein
the bottom end is connected to said platform; and,

a generally-horizontal handlebar connected to said top
end of said steering shaft.

These amendments were not prompted by any rejections by the
examiner, and were accompanied by a statement by the patentee
explaining that:
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These amendments are made to more clearly describe what the applicant
regards as his invention and are not intended to alter the scope of the claim.

Wheels, Inc., the primary rival to FastScooters in the market for
small personal transportation vehicles, has begun to sell a scooter it
calls the “Glider 3000.” The Glider 3000 is a two-wheeled vehicle
with a 95 cubic centimeter engine, shown in the figure below.

The Glider 3000 vehicle, by Wheels, Inc.

FastScooters has filed suit in US District Court, alleging that the
Glider 3000 device infringes claim 1 of the ‘789 patent.
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15. FastScooters argues that Claim 1 of the ‘789 patent literally covers the
embodiments of the invention shown in Figures 1 and 2 of the patent. Is this
assertion correct?

(a) Yes. Under Johnson Worldwide v. Zebco, a claim construction that would
exclude a depicted embodiment of the invention is strongly disfavored;

(b) Yes. Claim 1 is supported pursuant to 35 US.C. § 112 [ 1 by Figures 1
and 2;

(c) No. Under the rule allowing a patentee to be her own lexicographer,
coverage of Figure 2 is excluded;

(d) No. Neither figure is described as the best mode, and thus cannot serve to
inform claim scope;

(e) None of the above.

16. Which of the following elements of Claim 1 of the ‘789 patent is most likely to
be closely contested during a hearing held pursuant to Markman v. Westview
Instruments:

(a) “amotor no greater than 100 cubic centimeters in displacement”;
(b) “arigid steering shaft”;

(c) “aplatform”;

(d) “two pairs of wheels";

(e) None of the above is likely to be contested.

Page 15 of 21.



The following numbered statements are related to the proper construction of
the “two pairs of wheels” claim element. Rank them in order of their
relevance (from most to least) regarding the claim construction issues
presented by Fact Pattern A.  Assume for the purposes of this question only
that the statements are factually correct, and that the claim construction rules
established by Johnson Worldwide v Zebco are in force.

| The specification of the ‘789 patent describes and depicts multiple types
of wheel configurations;

Il The specification of the ‘789 patent states “the descriptions and
embodiments noted herein are for illustration purposes only, and are not
meant to restrict the scope of the invention”;

Il The prosecution history of the ‘789 patent reveals that the patentee
stated “By the way, | mean for the term ‘two pairs’ to mean any
arrangement of wheels greater than two”;

IV The inventor has filed a sworn affidavit with the court indicating that he
has “always understood the phrase ‘two pairs of wheels’ to mean any
arrangement of wheels greater than two.”

(@ VI 10,
(b) VI L
(c) 111V,
(d) IV T
(e) LI L1V,
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Which of the following statements is an appropriate argument, under the rule
of Festo Corp. v. Shoketsu Kogyo Kabushiki Co., to overcome the presumption
that the doctrine of equivalents is not available to the “two pairs of wheels. ..
" element.?

(a) The elimination of a pair of wheels (as in the accused device) was an
unforeseen technological development at the time of the amendment;

(b) The amendment introduced a new element to the claim rather than
amending a pre-existing element;

(c) The amendment was not prompted by a rejection or any requirement
imposed by the patent examiner;

(d) The amendment was made to conform Claim 1 to the requirements of 35
US.C. § 112 ] 1, in light of Figure 2 of the ‘789 patent;

(e) None of the above.

Assuming for the purposes of this question only that each element of Claim 1
of the ‘789 patent—aside from the “two pairs of wheels” limitation—is
present in the Glider 3000. Considering only the “two pairs of wheels”
limitation, which of the following statements is correct?

| The Glider 3000 does not literally infringe Claim 1 of the ‘789 patent;

Il The Glider 3000 infringes Claim 1 of the ‘789 patent pursuant to the
doctrine of equivalents;

Il The Glider 3000 literally infringes Claim 1 of the ‘789 patent;

IV The Glider 3000 does not infringe Claim 1 of the ‘789 patent pursuant to
the doctrine of equivalents;

(a) landll;
(b) land IV
(c) NlandlV;
(d) llland |l

(e) None of the above.

[end of sample exam]
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SAMPLE EXAM ANSWERS

Fact Pattern A

1. The correct answer is (e). Given the unique arrangement, the
cookbook 1s certainly copyrightable as a compilation (of
recipes), which eliminates choices (b) and (d). Choice (d) can
be eliminated because Professor W will certainly have the
copyright in any compilation, even setting aside any
ownership issues with respect to individual recipes. So the
real question here is whether the cookbook is likely to be
copyrightable as more than a compilation. And the answer to
that i1s ‘yes’, given the additional design elements (clip art,
titles) on each page.

2. The correct answer is (e). Formalities such as (a) and (c) are
not necessary to obtain copyright (though there are some
advantages, as we covered in class). Choice (b) is not at issue
in the copyright context, as the copyright law is specifically
authorized in the constitution—rather than being enacted
under the commerce clause.

3. The correct answer is (e). The only reasonably close question
is whether the copying is fair use, but given the facts offered,
this is not fair use — the employee could have bought a copy
(and didn’t, thus affecting the market for the work), and mere
‘personal use’ is not necessarily fair use.

4. The correct answer is (¢). Putting “do not copy” on the pages
of the book does not add formal legal protections — even if it
does make it somewhat less likely that people would copy it.
And the text cannot be construed as a copyright notice, as it
does not meet the requirements.

Page 18 of 21.



The correct answer is (a). Choice (a) seems to perfectly
describe  fair use. Choices (b) and (c) describe
noninfringement, not excused infringement. And choice (d) is
not infringement under the first sale rule.

The correct answer is (e). As noted above, none of these seem
to be infringement.

The correct answer is (b). As discussed in Feist, etc., an
unusual, nonstandard arrangement of even uncopyrightable
element can allow for protection of the compilation. Here, the
arrangement is not completely fanciful, but it is nonstandard.

The correct answer is (a). This is a simple ‘gimme’ question.
(You won’t see many of these on the real exam.)

Fact Pattern B

9.

10.

The correct answer is (b). Under the UDRP, it is not bad faith
to register a name if you have a legitimate right to the name
(especially vis-a-vis the complainant). Because McNalley’s is
an authorized dealer, most UDRP panels would find that
McNalley’s had a legitimate right to the name. Choice (a) is
not the best reason, because the UDRP allows complaints to
go forward even without any formal trademark (e.g.,
juliaroberts.com, etc.). Choice (c¢) Is not relevant to UDRP
proceedings. And choice (d) is not the best: bad faith is not
limited merely to offers to ‘sell back’ the domain names.

The correct answer is (a). Cape Cod doesn’t own the relevant
trademark; filing this complaint is probably sanctionable
under Rule 11.
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11.

12.

13.

14.

The correct answer is (b). Essentially the same analysis as for
question 9 above.

The correct answer is (¢). Choice (c) appears to be Baldwin’s
only weak spot here.

The correct answer is (d). Cape Cod, by essentially copying
Baldwin’s catalog, created a derivative work — which is thus
owned by the original copyright holder (Baldwin), not Cape
Cod. Choice (a) is wrong because McNalley’s actually used
Cape Cod’s design/code in its final product, not merely for
temporary interoperability purposes. Choice (b) is incorrect;
transformative use typically means to transform a work so
that it takes on new expressive characteristics, etc. All
McNalley’s did was transform it into its own, competing, site.
Choice (c) 1s incorrect because the web site 1s clearly
copyrightable. And Choice (e) is incorrect because there is no
reason to think that a catalog design is anything like the
‘menu structures’ at issue in Lotus v Borland.

The correct answer is (b). This is not a great (and unlikely to
be a winning) argument, but is the best available here.

Fact Pattern C

15.

16.

The correct answer is [e], “None of the above.” The literal
language of Claim 1 will not cover the embodiment of Figure
2; but neither choice [c] or [d] offers a correct explanation of
why.

The correct answer is [b], “a rigid steering shaft.” Among the
choices available, only the ‘rigid steering shaft’ limitation
presents a remotely close case in terms of claim
construction—due what appears to be a ‘hinge’ in the
corresponding structure of the Glider 3000 accused device.
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17.

18.

19.

The correct answer is [c], “III, I, II, IV.” Statement III is
clearly the most relevant to the issue because it appears to
show a special definition for the claim element — which, under
Johnson Worldwide, is controlling. As between answers [c]
and [d], statements I and II are clearly more relevant under
Johnson Worldwide than statement IV, which is barely
relevant at all, unless everyone agrees that the inventor is
somehow illustrative of one of skill in the art (which was not
stated).

The correct answer is [a], “The elimination of a pair of wheels
(as in the accused device) was an unforeseen technological
development at the time of the amendment.” None of the
other arguments are relevant under the Festo presumption.
(Note that this argument, while an ‘appropriate’ response in
the Festo context, is exceedingly unlikely to be a winner.)

The correct answer is [b], “I and IV.” Statement III is clearly
false, as the Glider 3000 contains a single pair of wheels. And
given the Festo presumption against allowing DOE coverage
where an amendment has been made, statement IV is a far
better choice than statement I.
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